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Senior Managing Director 
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Ihr Zolchen/Nfichncht vom 



Un99r9 Nw*richftvqm 



GC-M Po/mt 



OSRAKiMHauB MOndMn > MdUabTUnn^vtr, 1 

3 Noveml:)er 2005 



} 



Without Contract or Prejudice 

Protected Communications in Order to Pursue Settlement 

Settlement Discussions 



Dear Mr. Noguchi, 

thank you for your letter dated November 2, 2005. 1 appreciate that CITIZEN accepted rny offer 
to enter Irrto direct discussions between OSRAM Munich and CITIZEN Japan. This is the only 
way to avoid misunderstandings. 

Ragaitling your mentioned confusing message thru our US counsel I can only say that our US 
counsel never made such statement and I continue to believe that there is no reason why US 
law and US counsels on either side should be Involved at ail. 

I thank you very much for your Invitation and I will let you know well in advance when I should 
be in Japan next time. 

Just for your information I attach copy of a news magazine whteh properly descrjbes the unfor- 
tunate history of litigation between OSRAM and CITIZEN which was triggered by CITIZEN'S 
decision to start a law suit against us in the US, 

Best regards, 
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ellsohaft mit beschrankter Haftung 
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; urneATJON alert 

New Lawsuits 
\ Judgments 8i Settlements 

^ HOT TOPICS 

Rrm Proftle5 
i Guest Columns 

i" , 

Piracy & Enforcement 
\ People In The News 
1 Policy. Gl Regulation 
i Surveys 8l Statistics 

I PRACTICE AREAS 

Copyrights 

Patents 

Licensing 

Trade Secrets 
I Trademarks 
^ INDUSTRIES 

■J ; 

I AutOSj, Aerospace^ Defense 
\ Agriculture 

* 

Rnancfsl Services 

Health, Pharma, Biotech 
Retail, Consumer cSoods 
Media 8l entertainment 
Tech, Telecom, Electronics 

] REGIONS 

i Africa & Middle East 

] A$ia, Australia, N2 
Europe 

i Latin America 
North America 
Developing Countries 

; VENUES 

Europeari Court of Justice 
U.S. District Courts 

] Pederai Circuit 

• ■ 

USPTO 
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LED Suit Dismissed Over 14-Month 
Delay In Filing 

IP Law Bulletin (Wednesday, October 26, 
2005)"CmzeT) Electronics Ltd. waited too long 
before launching a preemptive lawsuit against 
rival Osram Opto Swriiconductors and erased 
its chance for seeking declaratory judgment 
of non infringement, a federal court has ruled. 

Japan-based Citizen sued Osramr Its German 
rival; in January In the U.S. District Court for 
the District of Columbia, claiming Its light- 
emitting diode (LED) products do not infringe 
a group of patents Osram had been asserting 
against other parties. 

A party must prove there is "^reasonable 
apprehension of suit" In order to seek 
declaratory judgmertt, a requirement Citizen 
failed to meet by waiting 14 months after 
licensing talks between the parties fell apart. 

The suit covers LEDs that emit white light, a 
technology often used for backlights in cell 
phones and car radios, among other things. 

The industry has been embroiled in litigation 
over various forms of LEDs for several years, 
with Citizen's and Osram's battle involving a 
third rival, Nichia Corporation, 

In 2002, Osram signed a cooperation 
agreement with Korea-based Nichia to end 
their ongoing litigation. They agreed to cross- 
license each others patents for producing and 
distributing LEDs with white light. 

However, Citizen had already licensed Nichia's 
patent earlier In 2002, Nichea warned Citizen 
and its other licensees that its new agreement 
with 0$ram did not cover third party licenses, 
putting Citizen's products in question. 
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In 2003, Osram was busy asserting the 
patents against LED Importers abroad and in 
the U.S. International Trade Commission. At 
the sam<j time it entered into licensing talks 
with Citizen. 

The talks ended without an agreement. 

Citizen referred to the contentious situation 
in 2002 and 2003 as proof that Osram would 
soon file suit against Citizen, thereby meeting 
the "^reasonable apprehension" requirement. 
That motion was dismissed for lack of 
jurisdiction, a result of Citizen's 14-month 
delay in filing. 

In May, however, Osram proved that perhaps 
Citizen's Ifears of Impending litigation were 
justified by suing the company over the white 
light LED's In a German regional court. That 
prompted Citizen to file the same suit; in 
Washington D,C. again In August, 

Osram insists the original dismissal should 
once again apply, due to the same lack of 
reasonable apprehension. 

Citizen's expected reliance on. Osram's 
German suit amounts to an exercise In 
Circular reasoning. Citizen did not have a 
reasonable appreherislon of suit at the time It 
originally filed suit, and it surprise suit 
provoked Osram to respond by suing Citizen 
In Germany,..[S]lnce Osram's German suit 
was filed after Citizen's original suit, it could 
not have been the basis for Citizen's having a 
reasonable apprehension of suit,*' Osram 
attorneys wrote. 

ueos are semiconductor devices that emit 
narrow^spectrum light. The color depends on 
the semiconducting material used inside. For 
example, zinc selenide minerals in the diode 
will produce a blue color, while a diamond 
mineral wHI ultraviolet light White light uses 
a phosphor to convert blue emission from a 
Silicon chip into white. 

The patents in the case are U*S. Patent 
Numbers 6,066,861; 6,245,259; 6,277,301; 
6,576,930; 6,592,780; and 6,613,247. 

Citizen Electronics is represented in the 
matter by attorneys with Obion, Spivak, 
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McClelland, Maler & Neustadt. Osram is 
represented by Fish & Richardson PC. 

The case is Citizen Electronics Company Ud> 
V. Osram Gmbh et al, case number XiOS-cv- 
01560, in the U.S, District Court for the 
District of Columbia in Washington, DC, 

, AXr, Gre« Settle latent Litigation Over 
L£D Teclmofofly CTuasdayt March 16, 2004) 

. Sony, Samrang Sign Cro»»'Ucan»lf»g D«al 
Coveting 24,000 Patents (Mondayp 

December 13. 2004) 

Questions? Comments? E-mail the editor. 
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